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DETAILED ACTION 

1 . This communication is a first Office Action Non-Final on the merits. Claims 1-23, 
as originally filed, are currently pending and have been considered below. 

Election/Restrictions 

2. Applicant's election without traverse of claims 1 -23 in the reply filed on 1 -28-2008 
is acknowledged. 

3. Claims 1 1 -23 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to the nonelected groups II and III, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 1-28- 
2008. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 3-5 and 6-8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 3, line 1 claims "the physical location". There is insufficient antecedent 
basis for this limitation in the claim. 

In claim 4, line 2 claims "the store". There is insufficient antecedent basis for this 
limitation in the claim. 
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In claim 5, line 1 claims "the directions". There is insufficient antecedent basis 
for this limitation in the claim. 

In claim 6, line 1 claims "the act". There is insufficient antecedent basis for this 
limitation in the claim. 

In claim 6, line 2 claims "the retailer". There is insufficient antecedent basis for 
this limitation in the claim. 

In claim 8, line 1 claims "the item record". There is insufficient antecedent basis 
for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Engel et al. (5907830). 

As per claim 1, Engel et al. discloses a method of providing to a user 
comprising: 

providing the user with the promotion (see Fig 1 . whereby coupon host 
computer via network provides coupon to client/user at client printer); 

determining whether the user has selected the promotion (see page 1 , 
column 2, lines 10-12 whereby the coupon identification incorporates the client 
computer's address and the date to prevent unauthorized duplication, examiner 
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construes coupon with client computer address and date as unique/one of a kind 
coupon, examiner further construes determination whether user has selected the 
promotion via unique coupon redemption); 

if the user has selected the promotion, informing a retailer about the 
selected promotion (see page 3, line 4 whereby the distribution and certificates 
including their retail redemption can be tracked; and lines 7-8 whereby the site at 
which the coupons are redeemed, examiner construes site as retailer location); 

determining whether the selected promotion is being redeemed at the 
retailers (see page 3, line 4 whereby the distribution and certificates including 
their retail redemption can be tracked, examiner construes as determining 
whether the selected promotion is being redeemed at the retailers); 

if the selected promotion is being redeemed at the retailer, determining 
whether the selected promotion corresponds to the promotion being redeemed 
(see page 3, line 4 whereby the distribution and certificates including their retail 
redemption can be tracked, examiner construes as selected promotion 
corresponds to promotion redeemed); 

if the selected promotion corresponds to the promotion being redeemed, 
providing the user with the promotion (see page 3, lines 7-8 whereby based on 
information encoded on the coupons and the site at which the coupons are 
redeemed, examiner construes the corresponding encoded information with the 
actual site at which the coupon(s) are redeemed as having provided the user with 
the promotion). 



Application/Control Number: 10/677,555 
Art Unit: 4127 



Page 5 



As per claim 2, Engel et al. discloses a method further including the act of 
providing the user with a promotion receipt (see FIG. 1 whereby client printer 
provides a printed promotion, examiner construes as receipt). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Engel 
et al. in view of Denimarck et al (20030018522). 

As per claim 3, Engel et al. discloses the invention described above. 

However, Engel et al. fails to disclose wherein the promotion receipt 
indicates the physical location of an item corresponding to the promotion. 

Denimarck et al. discloses a method that facilitates the customer's 
shopping experience such as coupons and a map showing the physical location 
of shopping items (see abstract lines 8-11). 
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Both Engel et al. and Denimarck et al. disclose a method for facilitating the 
customer's shopping experience by providing coupons. Therefore, it would have 
been obvious to one skilled in the art at the time of the invention to modify the 
coupon method of Engel et al. to include a method for providing the physical 
location of shopping items as taught by Denimarck et al. in order to facilitate 
completing the shopping experience and the completing the transaction. 
10. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engel et al. in view of Denimarck et al. (20030018522) as applied to claim 3 
above, and further in view of Spitzer (20010054066). 

As per claim 4, the combination of Engel et al. and Denimarck et al. 
discloses the invention described above. 

However, the combination of Engel et al. and Denimarck et al. fails to 
disclose wherein the promotion receipt includes directions to the store carrying 
an item corresponding to the promotion. 

Spitzer discloses a method that facilitates the customer's experience using 
downloaded coupons which includes directions to the store (see [0076, lines 16- 
17 downloaded the coupon on the PDA, also see [0085], lines 2-4, whereby 
providing a user who downloaded a coupon easy access to the store, also see 
[0085], lines 10-11 whereby included with the information, can be directions to 
the store). 

Both the combination of Engel et al. and Denimarck et al., and Spitzer 
disclose a method for facilitating the customer's shopping experience by 
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providing coupons. Therefore, it would have been obvious to one skilled in the 
art at the time of the invention to modify the coupon method of the combination of 
Engel et al. and Denimarck et al. to include a method for providing the directions 
to the store for the item(s) as taught by Spitzer in order to facilitate completing 
the shopping experience and the completing the transaction. 

As per claim 5, the combination of Engel et al. and Denimarck et al. 
discloses the invention described above. 

However, the combination of Engel et al. and Denimarck et al. fails to 
disclose wherein the directions are selected from a group comprising maps and 
URLs. 

Spitzer discloses a feature that facilitates the customer's experience using 
downloaded coupons which includes maps and URLs (see [0065], lines 3-6 
whereby the user physically goes t a retailer whose coupon has been transmitted 
onto the user's handheld device, such as a PDA, also see [0061] line 16 provides 
access to Maps via PDA, also see [0009], lines 11-12 whereby one would enter 
the URL for that website into the hand held device). 

Both the combination of Engel et al. and Danimarck et al., and Spitzer 
disclose a method and features for facilitating the customer's shopping 
experience by providing coupons. Therefore, it would have been obvious to one 
skilled in the art at the time of the invention to modify the coupon method of the 
combination of Engel et al. and Danimarck et al. to include the features for 
providing maps and URLs with respect to the store for the item(s) as taught by 
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Spitzer in order to facilitate completing the shopping experience and the 
completing the transaction. 
11. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engel et al. (5907830) in view of Liu et al. (20050075926). 

As per claim 6, Engel et al. discloses the invention described above. 

However, Engel et al. fails to disclose the method wherein the act of 
informing a retailer about the selected promotion includes sending the retailer a 
promotion identifier. 

Liu et al. discloses the method wherein the act of informing a retailer about 
the selected promotion includes sending the retailer a promotion identifier (see 
FIG. 1 and [0059], lines 6-10 whereby the data server 150 'packages' the real- 
time promotion parameters and provides promotion communications (see [0060], 
lines 8-10) to servers 130-140 (Merchant Servers); also see abstract lines 12-13 
whereby code directs the processor to form a specification for the promotion in 
response to the promotion identifier... that directs the processor to transmit the 
promotion to the plurality of application servers, examiner construes server 130, 
merchant server as inclusive). 

Both Engel et al. and Liu et al. disclose a method for facilitating the 
customer's shopping experience by providing coupons. Therefore, it would have 
been obvious to one skilled in the art at the time of the invention to modify the 
coupon method of Engel et al. to include the method for providing promotion 
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identifier information to the retailer (merchant server) as taught by Liu et al. in 
order to facilitate completing a secure transaction. 

As per claim 7, Engel et al. discloses the invention described above. 

However, Engel et al. fails to disclose the method wherein the promotion 
identifier corresponds to an item record. 

Liu et al. discloses the method wherein the promotion identifier 
corresponds to an item record. (see FIG. 1 and [0059], lines 6-10 whereby the 
data server 150 'packages' the real-time promotion parameters and provides 
promotion communications (see [0060], lines 8-10) to servers 130-140 (Merchant 
Servers); also see abstract lines 12-13 whereby code directs the processor to 
form a specification for the promotion in response to the promotion identifier, 
examiner construes specification to correspond to an item record. 

Both Engel et al. and Liu et al. disclose a method for facilitating the 
customer's shopping experience by providing coupons. Therefore, it would have 
been obvious to one skilled in the art at the time of the invention to modify the 
coupon method of Engel et al. to include a method for providing promotion 
identifier information which corresponds to an item record as taught by Liu et al. 
in order to facilitate completing a secure transaction. 

As per claim 8, Engel et al. discloses the invention described in claim 7 

above. 

However, Engel et al. fails to disclose the method wherein the item record 
is stored in a database. 
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Liu et al. discloses the method wherein the item record is stored in a database 
(see [0012] lines 21-22 - that directs the processor to store the promotion 
specification in a database). 

Both Engel et al. and Liu et al. disclose a method for facilitating the 
customer's shopping experience by providing coupons. Therefore, it would have 
been obvious to one skilled in the art at the time of the invention to modify the 
coupon method of Engel et al. to include a method wherein the item record is 
stored in a database as taught by Liu et al. in order to facilitate completing a 
secure transaction. 

12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Engel 
et al. (5907830) in view of Gardenswartz et al. (6298330). 

As per claim 9, Engel et al. discloses the invention described in claim 1 

above. 

However, Engel et al. fails to disclose the method wherein the act of 
determining the selected promotion corresponds to the promotion being 
redeemed, which further includes: 

checking a first portion of a promotion identifier; 

if the first portion of the promotion identifier matches a target code, 

extracting a second portion of the promotion identifier; and 

accessing information within an item record associated with the second 

portion of the promotion code and including information regarding the 

promotion. 
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Gardenswartz et al. discloses the method wherein the act of determining 
the selected promotion corresponds to the promotion being redeemed which 
further includes: 

checking a first portion of a promotion identifier (see column 3, lines 31-32 
- any device capable of receiving the first identifier); 
if the first portion of the promotion identifier matches a target code, 
extracting a second portion of the promotion identifier (see column 3, lines 
34-39 - the second identifier is preferably a CID, a bar code... the 
registration server associates the first and second identifiers by linking the 
first identifier and the second identifier in a memory, examiner construes 
linking first and second identifiers equivalent to promotion identifier 
matches a target code); and 

accessing information within an item record associated with the second 
portion of the promotion code and including information regarding the 
promotion (see column 14, lines 51-54 whereby the targeted promotions 
or coupons are only recognized at the store where each consumer prefers 
to shop, examiner construes second identifier as the method of accessing 
the promotion code). 

Both Engel et al. and Gardenswartz et al. disclose a method for facilitating 
the customer's shopping experience by providing coupons. Therefore, it would 
have been obvious to one skilled in the art at the time of the invention to modify 
the coupon method of Engel et al. to include a method for determining that the 
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selected promotion corresponds to the promotion being redeemed as taught by 
Gardenswartz et al. in order to facilitate completing a secure transaction. 

As per claim 10, Engel et al. fails to disclose the method wherein the 
item record includes information selected from a group comprising an item code, 
department number, pricing method, description, manufacturer number, 
promotion value, limitations, and family code. 

Gardenswartz et al. discloses the method wherein the item record 
includes information selected from a group comprising an item code, department 
number, pricing method, description, manufacturer number, promotion value, 
limitations, and family code (see Figure 2(b) items 34, 36 and 37, where 
examiner construes SKU as item code with description and manufacturer 
number, store/chain as department number and price as pricing method; 
examiner also construes selected from a group as not requiring all elements from 
the group. 

Both Engel et al. and Gardenswartz et al. disclose a method for facilitating 
the customer's shopping experience by providing coupons. Therefore, it would 
have been obvious to one skilled in the art at the time of the invention to modify 
the coupon method of Engel et al. to include a method for wherein the item 
record includes information selected from a group comprising an item code, 
department number, pricing method, description, manufacturer number as taught 
by Gardenswartz et al. in order to facilitate completing a secure transaction. 
Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL H. GOLDMAN whose telephone number is 
(571)270-5101 . The examiner can normally be reached on Monday thru Thursday 
6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynda Jasmine can be reached on 571-270-3033. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Lynda Jasmin/ 

Supervisory Patent Examiner, Art Unit 4127 



